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This is in response to the appeal brief filed January 12, 2007 appealing from the 
Office action mailedJuly 13, 2006. 



(1) Real Party in Interest 

A statement identifying by name the real party In interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 
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The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 



(5) Summary of Claimed Subject Matter 



The summary of claimed subject matter contained in the brief is correct. 



(6) Grounds of Rejection to be Reviewed on Appeal 



The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

3809749 Persinos 5-1974 

5264638 Nilubol 11-1993 

5958437 Zaveri 9-1999 

20020155073 Fankhauser et al. 10-2002 
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EP 0897712 



2-1999 



JP 2000336024 



12-2000 



JP 410231239 



9-1998 



JP 41 1139952 



5-1999 



JP 52144665 



12-1977 



JP 07010777 



1-1995 



JP 52070010 



6-1977 



(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 10, 12, 13, 15, 19-24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Persinos (US Patent No. 3809749). 

Persinos teaches to orally administer croton extract. It is also taught to topically 
administer it, but it is very clearly stated that it was also orally administered, see col. 1 , 
lines 20-50, col. 7, lines 15-35, table II, table IV and col. 9, lines 69-75. Also note that 10 
% of the viscous exudate (the croton extract) is used in example I. 
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Claims 10, 12, 13, 15, 19-22, 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 52070010 (abstract), JP 07010777 (abstract), JP 52144665 
(abstract), or Nilubol (example 1 , claims). 

Each reference teaches that an extract of euphorbaciae (also known as croton- 
see EP 897712, page 2, lines 35-38) is extracted with ethanol and water. 

The percentages that applicant claims is not expressly taught by the references. 
It would have been obvious to one of ordinary skill in the art that one could use 50% 
(v/v) ethanol to water. Since the art already teaches that both are used together and 
one reference even teaches 80 % ethanol to modify it to 50 % would have been well 
within the purview of the skilled artisan to optimize the desired results through routine 
experimentation to arrive at the claimed percentages. 

The amounts used of the extract is not defined in the claims since it is not clear 
what the amount of the euphorbaciae is relative to the whole composition thus giving 
the "1 mg/ml" no patentable weight. 

Claims 13-15, 19-22, 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over EP 897712 (abstract, page 2, lines 29-50), JP 410231239 (abstract), 
JP 2000336024 (abstract) or JP 41 1 139952 (abstract) taken with Zaveri (col. 6, lines 
48-end) or Fankhauser et al. (see title, paragraphs 239, 337). 
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EP 000897712 (abstract). JP *239, JP ^024 and JP '952 (abstract) all teach that 
an extract of euphorbaciae (also known as croton- see EP 897712, page 2, lines 35-38) 
is known to be used in a cosmetic. 

Zaveri and Fankhauser each teach that aloe barbadensis is known to be used in 
a cosmetic as well. 



' It is well known that it is prima facie obvious to combine two or more ingredients 
each of which is taught by the prior art to be useful for the same purpose in order to 
form a third composition which is useful for the same purpose. The idea for combining 
them flows logically from their having been used individually in the prior art. In re 
Sussman, 1943 CD. 518; In re Pinten, 459 F.2d 1053, 173 USPQ 801 (CCPA 1972); in 
re Susi, 58 CCPA 1074, 1079-80; 440 F.2d 442, 445; 169 USPQ 423, 426 (1971); In re 
Crockett, 47 CCPA 1018. 1020-21; 279 F.2d 274. 276-277; 126 USPQ 186, 188 (1960). 



The reason or motivation to modify a reference may often suggest what the 
inventor has done, but for a different purpose or to solve a different problem. It is 
not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant. While there must be motivation to 
make the claimed invention, there is no requirement that the prior art provide the 
same reason as the applicant to make the claimed invention. 

MPEP 2144 Sources of Rationale Supporting a Reiection Under 35 U.S.C. 103. 
<http://www.uspto.gov/web/offices/pac/mpep/documents/21 00 21 44.htm> 



Thus, it would have been well known to use the aloe and the croton together in 
the same composition since the two are each known individually in the art for the same 
purpose, namely to be used in a cosmetic. 

The amounts used of the extract is not defined in the claims since it is not clear 
what the amount of the carrier is relative to the whole composition thus giving the "1 
mg/ml" no patentable weight. 
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Claims 13-15, 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Persinos taken with Zaveri (col. 6, lines 48-end) or Fankhauser et al. (see title, 
paragraphs 239, 337). 

Persinos teaches to use croton extract in a cosmetic, see the examples. Also 
note that 10 % of the viscous exudate (the croton extract) is used in example I. 

Zaveri and Fankhauser each teach that aloe barbadensis is known to be used in 
a cosmetic as well. 



It is well known that it is prima facie obvious to combine two or more ingredients 
each of which Is taught by the prior art to be useful for the same purpose in order to 
form a third composition which is useful for the same purpose. The Idea for combining 
them flows logically from their having been used individually in the prior art. In re 
Sussman. 1943 CD. 518; In re Pinten, 459 F.2d 1053, 173 USPQ 801 (CCPA 1972); In 
re Susi, 58 CCPA 1074, 1079-80; 440 F.2d 442, 445; 169 USPQ 423, 426 (1971); In re 
Crockett. 47 CCPA 1018, 1020-21; 279 F.2d 274, 276-277; 126 USPQ 186, 188 (1960). 



The reason or motivation to modify a reference may often suggest what the 
inventor has done, but for a different purpose or to solve a different problem. It is 
not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant. While there must be motivation to 
make the claimed invention, there is no requirement that the prior art provide the 
same reason as the applicant to make the claimed invention. 

MPEP 2144 Sources of Rationale Supporting a Rejection Under 35 U.S.C. 103. 
<http://www.uspto.aov/web/offices/pac/mpep/documents/2100 2144.htm> 
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Thus, it would have been well known to use the aloe and the croton together in 
the same composition since the two are each known individually in the art for the same 
purpose, namely to be used in a cosmetic. 

The amounts used of the extract is not defined in the claims since it is not clear 
what the amount of the carrier is relative to the whole composition thus giving the "1 
mg/ml" no patentable weight. 



Claims 10, 12. 13, 15, 19-22, 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Persinos taken with JP 52070010 (abstract), JP 52144665 (abstract), 
JP 07010777 (abstract), or Nilubol (example 1. claims), 

Persinos teaches to orally administer croton extract. It is also taught to topically 
administer it, but it is very clearly stated that it was also orally administered, see col. 1 , 
lines 20-50, col. 7, lines 15-35, table II, table IV and col. 9, lines 69-75. Also note that 10 
% of the viscous exudate (the croton extract) is used in example I. 

Persinos does not teach to extract with ethanol and water. 

The Jps and Nilubol teach that an extract of euphorbaciae (also known as croton- 
see EP 897712, page 2, lines 35-38) is extracted with ethanol and water. 

The percentages that applicant claims is not expressly taught by the references. 
It would have been obvious to one of ordinary skill in the art that one could use 50% 
(v/v) ethanol to water. Since the art already teaches that both are used together and 
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one reference even teaches 80 % ethanol to modify it to 50 % would have been well 
within the purview of the skilled artisan to optimize the desired results through routine 
experimentation to arrive at the claimed percentages. To extract the croton extract of 
Persinos with ethanol and water would have been obvious to one of ordinary skill in the 
art since the Jps and Nilubol teach that it was well known in the art the time the 
invention was made to use such solvents for extraction since they yielded such 
excellent pharmaceutical products to be used for the pharmaceutical purposes as noted 
in the references. 

The amounts used of the extract is not defined in the claims since it is not clear 
what the amount of the euphorbaciae is relative to the whole composition thus giving 
the "1 mg/ml" no patentable weight. 



(10) Response to Argument 



Appellant first argues that the rejection under 35 USC 102 (Persinos) is allegedly 
not proper since appellant is not merely claiming the oral or topical administration of a 
croton extract but an extract having specific measurable reduced absorbency 
characteristics within a particular range of the light spectrum. 
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Upon closer examination of claim 10 for example, it is evident on the record that 
the claims are not limited by the phrase, "the extract at a concentration of 1 mg/ml of 50 
% (v/v) ethanol/water having reduced UV absorbency of about at least 4.3 between the 
range of 390 nm and 430 nm relative to the absorbency within the same range for 
unextracted plant material". Claim 10 very clearly states that this concentration Is a 
possible concentration but does not in fact limit the concentration of the extract. Thus, 
the alleged requirement to meet this limitation is moot since it is in and of itself not a 
requirement of the claims. 

Appellant next argues that Persinos teaches that the extract from Croton lechleri 
is in the form of a viscous exudate, column 1, lines 25-31 of Persinos and that the 
claimed invention is of a process that retains and concentrates the lipophilic 
components while reducing the hydrophilic proanthocyandin content of the plant 
material and then refers to the Instant specification. While this is interesting, it Is not 
what the claims state. The rejection addresses the claimed invention not what applicant 
might have claimed. On page 7 of appellant's specification, it is clear that appellant also 
uses the latex or sap from Croton species and then mixes it with an organic solvent as 
Persinos has also done. Appellant makes it clear that other organic solvents can be 
used as Persinos has done. Note that both appellant and Persinos both use the sap 
from croton and that the organic solvent is not limited, thus can read on methanol and 
the like. Therefore, Pei^inos does teach the same extraction/mixing method and thus 
inherently would contain the same amount of proanthocyandin content as claimed 
herein. 
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Appellant next argues that Persinos does not teach administering an extract with 
the claimed reduced absorbency for treatment of the specified symptoms. The claims 
are drawn to a product, thus the Intended use of that product does not have to be met in 
the reference only the product itself. With regard to the argument concerning the 
claimed absorbency, this has been addressed above. 

Appellant next argues that the 35 USC 103 rejection over JP 52070010. JP 
52144665, JP 07010777 or Nilubol is allegedly in error since the examiner has allegedly 
ignored claim limitations. The "limitations" that appellant is referring to have been 
addressed above. The same starting material (the Croton plant) is extracted with an 
organic solvent in the references and in the instant invention. Appellant even admits that 
the limitation is a "reference point to characterize the reduced UV absorbance of the 
extract in the specified range relative to the absorbance of unextracted plant material", 
thus further affirming the examiner's point that the limitation is a reference point and not 
an actual limitation I Again appellant then asserts that the examiner has not met the 
claim limitations of intended use and the absorbency both of which have been 
addressed above. 

Appellant then goes into a long explanation of how using a specific formula, one 
of ordinary skill in the art can arrive at the "reference point" concentration. While all of 
this is interesting, it does not negate that fact that the alleged limitation is not a limitation 
at all but in fact a reference point as appellant has very clearly already made of record 
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in this case. Appellant argues that the references do not mention the absorbancy of the 
extract relative to the unextracted plant material. As discussed above, the same starting 
material is used (the Croton plant) and the same process is used (using an organic 
solvent) thus the product is the same. Appellant has pointed to absolutely nothing on 
the record to prove that the claimed product is different from the product disclosed in the 
references. Appellant argues over and over that the process of making the extract is not 
the same in the references as claimed but the examiner has pointed out how they are 
the same namely the references start with the same starting material (the Croton plant) 
and extract it with an organic solvent thus yielding the same product. Appellant has 
never established on the record how the claimed extract is different from the extract in 
the references, the examiner has met his burden, the appellant has not. Instead, the 
appellant throws the burden incorrectly back on the examiner when the case of 
obviousness has clearly been made. 

Appellant argues that the second 35 USC 103 rejection over JP 2000336024, EP 
897712, JP 410231239 or JP 41 1 139952 taken with Zaveri or Fankhouser et al. is in 
error since the examiner has allegedly not shown that the products of the references 
include all of the limitations claimed by appellant. As stated above and as stated clearly 
on the record, the claimed limitations are met. Appellant argues that the claimed 
limitations with regard to reduced absorbency relative to the absorbency of unextracted 
plant material to treat or reduce opioid-induced complications or hyperalgesia have 
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been met since as explained above the alleged "limitation" to the claims of the reduced 
UV absorbency of the extract in the specified range is not a limitation for the above 
reasons. 

Appellant next argues that the third 35 USC 103 rejection over Persinos taken 
with Zaveri or Fankhouser et al. is improper since allegedly Persinos does not teach the 
claim "limitations". As stated above Persinos does meet the claim limitations.. 

Appellant finally argues that the 35 USC 103 rejection over Persinos taken with 
JP 52070010, JP 52144665, JP 07010777 or Nilubol is allegedly in error since appellant 
states that the cited references do not disclose the subject matter of the claims. This Is 
not agreed with because of the reasons discussed above. 



(11) Related Proceeding(s) Appendix 



No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 
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For the above reasons, it is believed tiiat the rejections should be sustained. 



Respectfully submitted, 




Michael Meller 



Conferees: 



Terry McKelvey 




